REMARKS 



Applicants herewith elect Species I (Fig. 2). Claims readable on Species 1 
are claimed 21-32 and 47. 

Attached herewith is a Translation of the International Preliminary 



Examination Report. 



Respectfully submitted, 

Brett A. Valiquet 
Schiff Hardin LLP 
Patent Department 
6600 Sears Tower 
Chicago, Illinois 60606 
Telephone: (312) 258-5786 
Attorneys for Applicants. 
CUSTOMER NO. 26574 




Req.No.27.841) 



CH1\53 5406 1.1 



-2- 



PATENT COOPERATION TREATY 



PCT/EP2004/001114 



From the INTERNATIONAL BUREAU 



PCT 

NOTIFICATION OF TRANSMITTAL 
OF COPIES OF TRANSLATION 
OF THE INTERNATIONAL PRELIMINARY REPORT 
ON PATENTABILITY 
(CHAPTER I OR CHAPTER II 
OF THE PATENT COOPERATION TREATY) 

(PCT Ruies 44bis3(c) and 72.2) 


To: 

SCHAUMBURG, Kar 
Postfach 86 07 48 
81634 Munchen 
ALLEMAGNE 


EfNGEGANGEN 

0 t. Marz 2006 

Erled. i 




Date of mailing (day/moniti/year) 
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Applicant's or agent's file reference 
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IMPORTANT NOTIFICATION 


International application No. 
PCT/EP2004/001114 


International filing date (day/month/\ear) 

06 February 2004 (06.02.2004) 


Applicant 

OCE PRINTING SYSTEMS GMBH et al 



1 . Transmittal of the translation to the applicant. 



□ The International Bureau transmits herewith a copy of the English translation of the international preliminary report on 
patentability (Chapter I). 

1^1 The International Bureau transmits herewith a copy of the English translation of the international preliminary report on 
patentability (Chapter II). 

Transmittal of the copy of the translation to the designated or elected Offices. 

The International Bureau notifies the applicant that copies of that translation have been transmitted to the following designated or elected 
Offices requiring such translation: 

KR 

The following designated or elected Offices, having waived the requirement for such a transmittal at this time, will receive copies of that 
translation from the International Bureau only upon their request: 

AE, AG, AL, AM, AP, AT, AU, AZ, BA, BB, BG, BR, BW, BY, BZ, CA, CH, CN, CO, CR, CU, CZ, DE, DK DM DZ EA 
EC, EE, EG, EP, ES, Fl, GB, GD, GE, GH, GM, HR, HU, ID, IL, IN, IS, JP, KE, KG, KP, KZ, LC, LK, LR, LS, LT, LU, LV, 
MA, MD, MG, MK, MN, MW, MX, MZ, NA, Nl, NO, NZ, OA, OM, PG, PH, PL, PT, RO, RU, SC, SD, SE, SG, SK, SL, SY 
TJ, TM, TN, TR, TT, TZ, UA, UG, US, UZ, VC, VN, YU, ZA, ZM, ZW 



3. Reminder regarding translation into (one of) the official language(s) of the elected Office(s). 

The applicant is reminded that, where a translation of the international application must be furnished to an elected Office, that translation 
must contain a translation of any annexes to the international preliminary report on patentability (Chapter II). 

It is the applicant's responsibility to prepare and furnish such translation directly to each elected Office concerned within the 
applicable time limit (Rule 74.1). See Volume II of the PCT Applicant's Guide for further details. 





The International Bureau of WIPO 
34, chemin des Colombettes 
1211 Geneva 20, Switzerland 

Facsimile No.+41 22 740 14 35 


Authorized officer 

Ellen Moyse 

Facsimile No.+41 22 338 89 75 
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(TCT Article 36 and Rule 70) 


Applicant's or agent's file reference 

2003-0201 P 


FOR FURTHER ACTION 


See Form PCT/IPEA/416 


International application No. 

PCT/EP2004/001114 


International filing date (day/montlvyear) 

06. 02 .2004 


Priority date (day/montlvyear) 

06. 02 .2003 


International Patent Classification (IPC) or national classification and IPC 

G03G 15/08 


Applicant 

OCE PRINTING SYSTEMS 


GMBH 





1. This report is the international preliminary examination report, established by this International Preliminary Examining Authority 
under Article 35 and transmitted to the applicant according to Article 36. 

2. This REPORT consists of a total of jjj sheets, including this cover sheet. 

3. This report is also accompanied by ANNEXES, comprising: 

(sent to the applicant and to the International Bureau) a total of _^ sheets, as follows: 

M sheets of the description, claims and/or drawings which have been amended and are the basis for this report and/or 
k— ^ sheets containing rectifications authorized by this Authority (see Rule 70.16 and Section 607 of the Administrative 
Instructions). 

I I sheets which supersede earlier sheets, but which this Authority considers contain an amendment that goes beyond 

I ■ the disclosure in the international application as filed, as indicated in item 4 of Box No. I and the Supplemental 

Box. 

b. | | (sent to the International Bureau only) a total of (indicate type and number of electronic carrier(s)) 

____ t containing a sequence listing and/or tables 

related thereto, in computer readable form only, as indicated in the Supplemental Box Relating to Sequence Listing (see 
Section 802 of the Administrative Instructions). 

4. This report contains indications relating to the following items: 

Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 
Certain observations on the international application 
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INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY 



International application No. 

PCT/EP2004/001114 



Box No. I 



Basis of the report 



With regard to the language, this report is based on the international application in the language in which it was filed, unless otherwise 
indicated under this item. 

| | This report is based on translations from the original language into the following language 
which is the language of a translation furnished for the purposes of: 

□ international search (Rule 1 2.3 and 23 . 1 (b)) 

□ publication of the international application (Rule 12.4) 

□ international preliminary examination (Rule 55.2 and or 55.3) 

With regard to the elements of the international application, this report is based on (replacement sheets which have been furnished to the 
receiving Office in response to an invitation under Article 14 are referred to in this report as "originally filed" and are not annexed to 
this report): 

□ the international application as originally filed/furnished 
the description: 

pages 1-11 

pages* 

pages* 



as originally filed/furnished 



received by this Authority on 
received by this Authority on 



the claims: 

nos. 5-10, 12-15, 19, 20 

nos.* 



as originally filed/furnished 



1, 2, 3, 4, 11, 16, 11, 18 



as amended (together with any statement) under Article 19 
01.03.2005 with letter 



nos.* 



received by this Authority on of 24 . 02 . 2005 
received by this Authority on 



13 



the drawings: 

sheets 1/3-3/3 

sheets* 

sheets* 



as originally filed/furnished 



□ 
□ 



received by this Authority on 
received by this Authority on 



a sequence listing and/or any related table(s) - see Supplemental Box Relating to Sequence Listing. 
The amendments have resulted in the cancellation of: 

□ the description, pages 

□ the claims, nos. 

□ the drawings, sheets/figs 

the sequence listing (specify): _____ 

□ any table(s) related to sequence listing (specify) : 



f I Tills report has been established as if (some of) the amendments annexed to this report and listed below had not been made, since 
they have been considered to go beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70 2(c)) 

□ the description, pages 

□ the claims, nos. 

□ the drawings, sheets/figs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 

If item 4 applies, some or all of those sheets may be marked "superseded, " 
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Box No. V 



inventive 



1.5 The solution given in claims 1 and 2 is neither 
known from the searched prior art nor is it 
obvious to a person skilled in the art and is 
therefore novel and inventive with respect to BI- 
DS. 

1.6 Claims 3-15 are dependent on claims 1 or 2 and 
therefore likewise meet the PCT novelty and 
inventive step requirements. 



Device claims 16-20 

Irrespective of the lack of clarity detailed below, the 

subject matter of claims 16 and 17 does not involve an 

inventive step (PCT Article 33 (3) ) and therefore the 

requirements of PCT Article 33(1) are not met. 



1.7 As is shown hereinafter, some of the features of 

device claims 16, 17 and 18 relate to a method for 
using the device and not to a definition of the 
device based on its technical features. Contrary 
to the requirements of PCT Article 6, the intended 
restrictions are therefore not clear from the 
claim. 

The following method steps in claims 16, 17 and 
18: signal of the sensor, impulse-shaped tips, 
area between the tips, time interval between 
trigger signal and tip are not taken into 
consideration any further as restrictions of the 
claim, since the impulse-shaped tip of the signal 
is not a feature of the device, but only comes 
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Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



into effect in the device. 



1.8 Claim 16 

Dl is considered the prior art closest to the subject 
matter of claim 16. Dl discloses (the references in 
parentheses relate to said document): a device for 
controlling the time at which the concentration of toner 
is measured (page 1, figures [14, 69], figure 5) , a 
mixing device with blade roller and blades (page 4, 
paragraph [55], figure 4), a toner concentration sensor 
(page 1, paragraphs [8, 58]) and projections on the 
blades in the region adjacent to the concentration sensor 
(page 3, paragraphs [29-30, 63], figure 4). 
Attention is drawn to the fact that it is clear to a 
person skilled in the art that a mixing screw with a 
spiral is equivalent to and can be exchanged for a blade 
roller; the spiral-shaped projections on the roller (Dl, 
figure 4) have the same form and function as the blades 
of the blade roller. 



The subject matter of claim 16 is therefore novel, 
since it differs from the known control device in 
that the projections are made of magnetic strips, 
wherein for each blade, with one exception, the 
magnetic strip is interrupted. 



1.10 However, D5 and D2 show a magnet device with 
sensor and magnet (D5, figure 4) or magnetic 
strips (D2, page 3, lines 11-14) . 

Just as in the application on page 4, lines 32-34, 
the magnetic strips/magnets have the function of 
cleaning the mixing device and keeping the mixture 
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Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
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device free of toner deposits - in other words, 
the same purpose as the projections in Dl. 
The feature of the magnetic strips is therefore 
one of several obvious possibilities from which a 
person skilled in the art would choose according 
to the circumstances to solve the problem of 
interest . 

The independent claim therefore does not involve 
an inventive step. 

1.11 In response to the letter of 24 February 2005, 2a, 
second paragraph, concerning the position of the 
sensor, the application merely mentions that the 
sensor is arranged adjacently to the roller, that 
is, possibly also below it, especially since the 
roller can be designed to have magnetic strips to 
clean the mixing device (page 4, lines 32-34) . 

1.12 The independent claim is novel, but not inventive 
for the same reasons (as given above).. The device 
wherein a Hall sensor is used in addition to the 
toner concentration sensor cannot be deemed 
inventive since the feature of the Hall sensor, 
known for example from D3 (figure 1, reference 1, 
figure 2, column 3, lines 10-15) is only one of 
several obvious possibilities from which a person 
skilled in the art would choose according to the 
circumstances, to generate a trigger signal. 

1.13 Dependent claims 18-20 do not contain any features 
which, in combination with the features of any of 
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the claims to which they refer, meet the PCT 
novelty and inventive step requirements, since it 
is a minor structural modification to arrange the 
magnet and sensor outside the mixing area (D5, 
column 8, lines 50-57) . 



2. Clarity 

Although claims 1 and 2, 16 and 17 were drafted as 
separate independent claims, they appear in fact to 
relate to the same subject matter and differ from one 
another clearly only in different sensors, which are, 
however, well known to a person skilled in the art, and 
the sensors are only one of several obvious possibilities 
from which a person skilled in the art would choose. 
For this reason, the claims are not concise and do not 
meet the requirements of PCT Article 6. 
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Box No. VIII Certain observations on the international application 



The following observations on the clarity of the claims, description, and drawings or on the question whether the claims are fully supported by 
the description, are made: 
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